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DETAILED ACTION 

This Office Action is in response to the amendment filed August 19, 2008. 
Claims 2, 4, 7-34, and 36 are currently pending. Claims 2, 4, and 36 are under 
consideration in the instant office action. Claims 7-34 remain withdrawn from further 
consideration pursuant to 37 CFR 1.142(b) as being drawn to a nonelected invention, 
there being no allowable generic or linking claims. Claims 1, 3, 5-6, and 35 are cancelled. 
Request for continued examination 

A request for continued examination under 37 CFR 1.1 14, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.1 14, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.1 14. Applicant's submission filed on 08/14/09 
has been entered. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically taught or described as set forth 
in section 102 of this title, if the differences between the subject matter sought to be patented and the 
prior art are such that the subject matter as a whole would have been obvious at the time the invention 
was made to a person having ordinary skill in the art to which said subject matter pertains. Patentability 
shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the 
various claims was commonly owned at the time any inventions covered therein were 
made absent any evidence to the contrary. Applicant is advised of the obligation under 
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37 CFR 1 .56 to point out the inventor and invention dates of each claim that was not 
commonly owned at the time a later invention was made in order for the examiner to 
consider the apphcability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness 

Claim 2 is rejected under 35 U.S.C. § 103(a) as being unpatentable over 
Shioya et al. (US Patent No 5,144,054) in view of Sakuta (WOOl/92375) using the 
equivalent US Patent No. 6747115 for translation. 

Applicant Claims 

Instant claim 2 recites an organopolysiloxane polymer having a glycerol 

derivative which can swell up by containing at least its own weight of liquid oil and 
which has a three dimensional cross-linked structure. Applicant has elected the following 
species originally for a2 and bl : the organopolysiloxane polymer obtained by the addition 
polymerization of the organohydrogen polysiloxane (a2) M2D4oD^2 and as the glycerol 
derivative (bl) polyglycerol diallylether. The examiner has expanded the species to 10- 
undecenylglyceryl ether, which is described by Shioya et al. (column 23, line 54, 
example 10). 

Determination of the Scope and Content of the Prior Ah (MPEP §2141. 01) 
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Shioya et al. teach novel siloxane derivatives having siirface active action useful 
as an emulsifier capable of excellent emulsification stability and having good fitness, 
good slip, good cosmetic adhesiveness, and good usage feeling (column 2, lines 6-12). 
Shioya et al. teach an organopolysiloxane polymer having a glycerol derivative (column 
23, example 10, lines 50-53), which addresses the limitations of instant claim 2, 
specifically the variables recited in instant claim 2, for (a2) where 1.0<d<2.3, 
0.001<e<1.0 and is a substituted or unsubstituted monovalent hydrocarbon group 
having 1-30 carbon atoms, furthermore, for (bl) where f is an integer from 2-10 and is 
an alkenyl group having 2-20 carbon atoms have been addressed by the teachings of 
Shioya et al. 

Ascertainment of the Difference Between Scope the Prior Art and the Claims 
(MPEP §2141.012) 

Shioya et al. do not teach the polymer as having a three dimensional cross-linked 
structure. This deficiency is cured by Sakuta. 

Sakuta teaches a silicone polymer that is insoluble in organic solvents due to its 

three dimensional cross-linked structure which swells up relative to fluorsilicone oils 

(abstract). The polymer includes an organohydrogen polvsiloxane of formula a2 which 

is the same as the instantly selected species a2 (column 2, line 30). 

Finding of Prima Facie Obviousness Rationale and Motivation 
(MPEP §2142-2143) 

It would have been prima facie obvious to the ordinarily skilled artisan to 

crosslink the organopolysiloxane of Shioya et al. because Sakuta teach the cross-linking 

of silicone polymers (abstract). The skilled artisan would have been motivated to 

crosslink the polymer so as to achieve excellent water and oil repellence wherein the 
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polymer swells relative to the oils (Sakuta, column 2, lines 10-14 and lines 5-7) and 
thereby achieve a more stable, functional cosmetic composition. The skilled artisan 
would have a reasonable expectation of success because cross-linking polymers, 
including polyorganosiloxanes, are well known in the art as evidenced by Sakuta. 
Moreover, the polymers taught by Sakuta and Shioya et al. are similar polymers which 
both contain the instantly selected species a2. 

In light of the forgoing discussion, one of ordinary skill in the art would have 
concluded that the subject matter defined by the instant claims would have been obvious 
within the meaning of 35 USC 103(a). 

Therefore, the invention would have been prima facie obvious to one of ordinary 
skill in the art at the time the invention was made, as evidenced by the references, 
especially in the absence of evidence to the contrary. 

Claims 2, 4, and 36 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Shioya et al. (US Patent No 5,144,054) in view of Sakuta (WOOl/92375) and 
Harai et al. (European Paten Specification 0350951, IDS reference). 

Applicant Claims 

The claimed subject matters of instant claim 2 are set forth above. Instant claim 4 
recites in the organopolysiloxane polymer the glycerol derivative as per applicant's 
species election (bl) is a polyglycerol diallylether of the structure provided in the instant 
claim where s is an integer from 1-20. Instant claim 36 recites the organopolysiloxane 
polymer according to claim 2, wherein bl is one of the formulas listed in the claim. 
Determination of the Scope and Content of the Prior Art (MPEP §2141. 01) 
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The teachings of Shioya et al. and Sakuta have been set forth above in the instant 
office action and are herein incorporated by reference. 

Harai et al. teach a silicone rubber adhesive comprising a silicone rubber 

composition comprising an organohydrogen polysiloxane component (page 3, line 6) and 

a partial allyl ether of a multivalent of alcohol component which fiinctions to impart tack 

(adhesiveness) to the uncured adhesive, and with other components of the composition to 

improve the durability of adhesion for various substrates (page 4, lines 6-9). Harai et al. 

teach an example of polyglycerol diallylether diglvcerol diallyl ether (page 4, line 13). 

Ascertainment of the Difference Between Scope the Prior Art and the Claims 
(MPEP §2141.012) 

Shioya et al. and Sakuta lack the teaching of the glycerol derivative polyglycerol 
diallylether. This deficiency is cured by the teachings of Harai et al. 

Finding of Prima Facie Obviousness Rational and Motivation 
(MPEP §2142-2143) 

It would have been prima facie obvious to the ordinarily skilled artisan to 

crosslink the organopolysiloxane of Shioya et al. because Sakuta teach the cross-linking 

of silicone polymers. The skilled artisan would have been motivated to crosslink the 

polymer so as to achieve excellent water and oil repellence wherein the polymer swells 

relative to the oils and thereby achieve a more stable, functional cosmetic composition. 

The skilled artisan would have a reasonable expectation of success because cross-linking 

polymers, including polyorganosiloxanes, are well known in the art as evidenced by 

Sakuta. Moreover, the polymers taught by Sakuta and Shioya et al. are similar polymers 

which both contain the instantly selected species a2. 
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It would have been prima facie obvious to one of ordinary skill in the art at the 
time the invention was made to combine the teachings of Shioya et al. and Harai et al., 
because Harai et al. teach that in a composition comprising organohydrogen polysiloxane 
component (page 3, line 6) the incorporation of a partial allyl ether such as diglycerol 
diallyl ether (page 4, line 13) of a multivalent of alcohol component functions impart 
tack (adhesiveness) to the uncured adhesive and with other components of the 
composition improves the durability of adhesion for various substrates (page 4, lines 6- 
9). The skilled artisan would be motivated to combine the teachings, because imparting 
tack (adhesiveness) to the organohydrogen polysiloxane allows these polymers to be 
useful emulsifiers with excellent emulsification stability with good cosmetic 
adhesiveness. It would have been prima facie obvious to one of ordinary skill in the art at 
the time the invention was made to combine the teachings of Shioya et al. and Harai et 
al., because it is desirable to utilize for example diglycerol diallyl ether which has two 
available double bonds for polymerization, since one of the double bond can cross-link to 
the organohydrogen siloxane polymer and the other one would be available for further 
cross-linking and polymerization. A skilled artisan would have had a reasonable 
expectation of success upon combination of the prior art teachings, because both of the 
teachings comprise a similar organohydrogen siloxane polymer and glycerol derivative 
components. Furthermore, both teachings strive for a better organohydrogen siloxane 
polymer with excellent adhesiveness for various purposes. 

In light of the forgoing discussion, one of ordinary skill in the art would have 
concluded that the subject matter defined by the instant claims would have been obvious 
within the meaning of 35 USC 103(a). 
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Therefore, the invention would have been prima facie obvious to one of ordinary 
skill in the art at the time the invention was made, as evidenced by the references, 
especially in the absence of evidence to the contrary. 

Response to arguments 

Applicant's arguments filed 08/14/09 have been fiiUy considered but they are not 
persuasive. Applicant argues that Shioya et al do not teach the organopolysiloxane 
poljoner in three-dimensional cross-linked form. Additionally, applicant argued that from 
the glyceryl group taught by Shioya et al. only one terminal is combined with a Si atom 
of the polysiloxane by means of the bivalent hydrocarbon group resulting in the glycerol 
compound having an unsaturated bond at only one molecular end should be used in order 
to synthesize the component. 

This is not persuasive because applicant has resorted to attacking the references 
individually while the rejection is in combination of Shioya et al. and Sakuta. In response 
to applicant's arguments against the references individually, one cannot show 
nonobviousness by attacking references individually where the rejections are based on 
combinations of references. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 
1981); In reMerck& Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). The examiner 
has clearly stated in the previous office action that the missing element from the 
teachings of Shioya et al. is, Shioya et al. do not teach the poljmier as having a three 
dimensional cross-linked structure. However, this deficiency is cured by the teachings of 
Sakuta. Furthermore, it is not clear what applicant is trying to argue in page 10, paragraph 
3 of the response during mentioning the teachings of Sakuta. The examiner interpreted 
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this paragraph as applicant is arguing that Sakuta even if it teaches organopolysiloxane 
polymer having three-dimensional cross-linking structure, the cross-linking is 
accomplished using alkylene-containing polyoxyalkylene instead of the glycerol moiety. 
This is not found persuasive because the incorporation of the glycerol moiety is clearly 
taught by the primary reference Shioya et al. On the other hand, Sakuta is incorporated in 
the reference to clearly show that cross-linking organopolysiloxanes is a commonly 
known procedure conventionally performed by one of ordinary skill in the art and it has 
advantages such as excellent water and oil repellence wherein the polymer swells relative 
to the oils and thereby achieve a more stable, functional cosmetic composition. Sakuta 
does not have to teach the incorporation of the glycerol moiety because that limitation is 
clearly taught by Shioya et al.. Furthermore, the polymer structure taught by Shioya et al. 
reveals that the free hydroxyl groups available on the glycerol moiety can undergo further 
cross-linking reactions. 

Applicants argument fiirther hinge on the unexpected advantages presented in 
table 2, page 2 of the specification. Applicants assert that compositions in examples 1 1 
and 12 which contain polyglycerol-modified silicone have shown very good moistness 
after use and long term moistness than cross-linked polyether-modified silicone 
containing composition. 

Although the examiner acknowledges that applicant's qualitative data indicates 
that the composition of examples 11-12 were relatively having very good moistness after 
use and long term moistness in general, the examiner respectfully disagrees with 
applicant's assertion that this is due to the incorporation of cross-linked polyglycerol 
derivative. On the contrary applicant really also proved that a composition containing 
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polyglycerol-modified silicone just exactly the same as Shioya et al. also exhibited very 
good moistness after use and long term moistness in general (example 12). Example 12 
shows the incorporation of uncross-linked polyglycerol-modified silicone which is 
exactly the same as the polymer taught by Shioya et al., which is a species of 
polyglycerol-modified silicone. Applicant as distinctly differentiate between cross-linked 
polyether-modified silicone and polyether-modified silicone, applicant clearly states that 
in example 12 the polymer is polyglycerol-modified silicone it does not state cross-linked 
polyglycerol-modified silicone. Furthermore, the results provided in the specification 
have been reviewed and are not considered to be unexpected results because the data 
submitted comparing the assessment of Examples 11-12 and comparative examples 1-2 
contains a comparison of the moistness and long-term moistness. Simply stating that 
Examples 11-12 resuh in a very good moistness and long-term-moistness does not 
provide sufficient weight to overcome the instant rejection. The assessment is subjective 
and lacks a reasonable level of scientific objectivity. 

Applicant also argued that there is no motivation to combine Harai et al. with 
Shioya et al. and Sakuta. The examiner respectfixlly disagrees with this assertion because 
Harai et al. teach that in a composition comprising organohydrogen polysiloxane 
component (page 3, line 6) the incorporation of a partial allyl ether such as diglvcerol 
diallyl ether (page 4, line 13) of a multivalent of alcohol component fiinctions impart 
tack (adhesiveness) to the uncured adhesive and with other components of the 
composition improves the durability of adhesion for various substrates (page 4, lines 6- 
9). The skilled artisan would be motivated to combine the teachings, because imparting 
tack (adhesiveness) to the organohydrogen polysiloxane allows these polymers to be 
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useful emulsifiers with excellent emulsification stability with good cosmetic 
adhesiveness. It would have been prima facie obvious to one of ordinary skill in the art at 
the time the invention was made to combine the teachings of Shioya et al. and Harai et 
al, because it is desirable to utilize for example diglycerol diallyl ether which has two 
available double bonds for polymerization, since one of the double bond can cross-link to 
the organohydrogen siloxane polymer and the other one would be available for further 
cross-linking and polymerization. A skilled artisan would have had a reasonable 
expectation of success upon combination of the prior art teachings, because both of the 
teachings comprise a similar organohydrogen siloxane polymer and glycerol derivative 
components. Furthermore, both teachings strive for a better organohydrogen siloxane 
polymer with excellent adhesiveness for various purposes. 

In light of the forgoing discussion, one of ordinary skill in the art would have 
concluded that the subject matter defined by the instant claims would have been obvious 
within the meaning of 35 USC 103(a). 

Therefore, the invention would have been prima facie obvious to one of ordinary 
skill in the art at the time the invention was made, as evidenced by the references, 
especially in the absence of evidence to the contrary. 

Conclusion 

Claims 2, 4, and 36 are rejected, while claims 7-34 are withdrawn. Claims 1, 3, 5- 
6, and 35 are cancelled. No claims are allowed. 
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